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The cancellation of unused trade marks is a key instrument within the trade
mark legal system for preventing the hoarding of trade marks and
safeguarding the function of trade marks as active commercial identities in
trade. Although Pasal 74 UU No. 20 Tahun 2016 on Trade Marks and
Geographical Indications sets out the mechanism for cancelling trade marks
on the grounds of non-use, this provision does not provide clear parameters
regarding the standard of use required for a trade mark to be legally
maintained. Consequently, there is inconsistency in interpretation within
judicial practice, as reflected in the differing legal reasoning between the
Decision of the Central Jakarta Commercial Court No.
45/Pdt.Sus-HKI/Merek/2023/PN.Niaga.Jkt.Pst and the Decision of the
Supreme Court No. 76 K/Pdt.Sus-HKI/2024. This study analyses the
mechanisms for the cancellation of unused trade marks in Indonesia in
comparison with those in the United States and China, and formulates a
legal reconstruction to achieve legal certainty using normative legal methods
and legislative, case-law, conceptual and comparative legal approaches. The
research findings indicate that the lack of clarity regarding the concept of
‘genuine use’ in Indonesian trade mark law leads to legal uncertainty in the
assessment of trade mark use. The United States has developed a more
measurable standard of ‘use in commerce’ through the ‘Affidavit of Use’
mechanism, whilst China has implemented an efficient administrative
cancellation system through the China National Intellectual Property
Administration (CNIPA). Based on Gustav Radbruch’s theory of legal
certainty, this study recommends the revision of Pasal 74 UU No. 20 Tahun
2016 Trade Marks and Geographical Indications Act by regulating the
parameters of ‘genuine use’ and implementing a mechanism for the periodic
reporting of trade mark use, with a view to enhancing legal certainty,
procedural efficiency and the effectiveness of trade mark protection in
Indonesia.

Keywords: trade mark cancellation, genuine use, legal certainty, affidavit of
use, unused trade marks.

1. INTRODUCTION

The development of global trade and the digital economy has enhanced the role of trade
marks as legal and economic instruments of strategic value in business activities. Trade marks
not only serve as a distinguishing identity for goods and services, but also represent a company’s
reputation, quality and goodwill. Under the Indonesian legal system, trade mark protection is
granted through the ‘first to file’ principle, whereby exclusive rights are granted to the party who
first validly registers their trade mark.

Nevertheless, exclusive rights to a trade mark are not absolute. Legal protection for trade
marks is granted on the assumption that the trade mark is actually used in trade. Consequently,
various countries have established mechanisms for the cancellation of unused trade marks as a
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means of preventing trade mark hoarding and maintaining a balance between the rights of trade
mark owners and the public interest.

In Indonesia, the cancellation of unused trade marks is governed by Pasal 74 UU No. 20
Tahun 2016 on Trade Marks and Geographical Indications. However, this provision does not set
out clear parameters regarding the form of trade mark use that may be deemed to satisfy the
elements of valid use. The absence of such standards has led to differing interpretations amongst
judges when assessing evidence of trade mark use.

This issue was evident in the WIN trademark dispute between Hongyunhonghe Tobacco
(Group) Co. Ltd. and PT Sumatra Tobacco Trading Company. In the Judgment of the Central
Jakarta Commercial Court No. 45/Pdt.Sus-HKI/Merek/2023/PN.Niaga. Jkt.Pst, the claim for
cancellation of the trade mark filed by the Plaintiff was dismissed; however, the Supreme Court,
in its Judgment No. 76 K/Pdt.Sus-HK1/2024, granted the appeal and ordered the cancellation of
the same trade mark. The discrepancy in the rulings regarding identical facts and the subject
matter of the dispute indicates legal uncertainty in the application of Pasal 74 of UU Merek dan
Indikasi Geografis.

Based on the above, this article examines two main issues: (1) how the mechanisms for
the cancellation of unused trade marks compare in Indonesia, the United States and China; and
(2) what legal reforms are required to ensure legal certainty within the system for the
cancellation of unused trade marks in Indonesia.

2. RESEARCH METHOD

This study is a normative legal study, or a doctrinal legal study, which aims to analyse the
applicable legal norms and provide recommendations for legal reform through conceptual and
comparative approaches. A normative legal study was chosen because the issues under
examination relate to the ambiguity of legal norms and inconsistencies in the application of the
law within judicial practice.

The approaches used in this study comprise four methods. Firstly, the case approach,
which is used to analyse the Judgment of the Central Jakarta Commercial Court No.
45/Pdt.Sus-HKI/Merek/2023/PN.Niaga. Jkt.Pst. and the Supreme Court Judgment No. 76
K/Pdt.Sus-HK1/2024 to identify inconsistencies in the legal reasoning regarding the cancellation
of unused trade marks.

Secondly, the conceptual approach, which is used to examine Gustav Radbruch’s theory
of legal certainty, the concept of ‘genuine use’, the ‘first-to-file’ principle, and various legal
doctrines relevant to the cancellation of unused trade marks.

Thirdly, the comparative approach, which involves comparing the legal systems of
Indonesia with those of the United States and China. The United States is used as a point of
comparison because it applies the concepts of ‘use in commerce’ and the ‘affidavit of use’ as
standards of proof for trademark use. Meanwhile, China was chosen because it employs an
administrative mechanism that is considered more efficient in resolving trademark cancellation
cases.

Fourthly, the statutory approach, which is used to examine various legal provisions
relating to the cancellation of trade marks, in particular Pasal 74 UU No. 20 Tahun 2016 on
Trade Marks and Geographical Indications, as well as Constitutional Court Decision No.
144/PUU-XX1/2023.

The legal materials used in this study consist of primary legal materials, secondary legal
materials, and non-legal materials. Primary legal materials include legislation, court decisions,
and relevant international legal instruments. Secondary legal materials consist of books,
academic journals, theses, and previous research findings relating to trademark law. Meanwhile,
non-legal materials include dictionaries, economic reports, and other sources that support the
research analysis.
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The analysis of legal materials was carried out qualitatively using a descriptive-analytical
method. All the legal materials that had been collected were classified, interpreted and analysed
systematically in order to address the research questions and formulate recommendations for an
ideal legal framework for the system of cancelling unused trade marks in Indonesia.

3. RESULTS AND ANALYSIS
A Comparison of Mechanisms for the Cancellation of Unused Trade Marks in Indonesia,
the United States and China

a. The System for the Cancellation of Unused Trade Marks in Indonesia

The cancellation of trade marks under Indonesian law is governed by Law No. 20 of 2016
on Trade Marks and Geographical Indications, specifically Articles 72 to 79. Under these
provisions, the cancellation of a trade mark may be effected through three mechanisms: at the
request of the trade mark owner, on the Minister’s own initiative, and following a claim by an
interested third party.

Cancellation by a third party is governed by Article 74 of the Law on Trade Marks and
Geographical Indications. This provision grants an interested third party the right to bring an
action for cancellation against a trade mark that has not been used in the trade of goods and/or
services for a specified period. Following Constitutional Court Ruling No. 144/PUU-XX1/2023,
this period was extended from three years to five consecutive years.

Conceptually, this provision aims to prevent the practice of trademark hoarding and to
ensure that legal protection is granted only to trademarks that are actually used in economic
activities. However, the provisions of Article 74 still give rise to a number of issues, particularly
regarding the definition of an interested third party and the standard of proof required to
demonstrate that a trademark is not in use.

The absence of clear parameters means that the application of the provision is heavily
dependent on the judge’s interpretation. Consequently, the resulting judgements may differ even
when based on relatively similar legal facts. Such a situation runs counter to the principle of
legal certainty, which requires rules that are clear, consistent and predictable.

b. The System for the Cancellation of Unused Trade Marks in United States of

America

Unlike in Indonesia, US trademark law is based on the principle of ‘use in commerce’.
Trademark rights are not acquired solely through registration, but must be demonstrated through
actual use in trade. Trademark owners are required to file a Declaration of Use or an Affidavit of
Use at regular intervals as evidence that the trademark is still being used in trade. Failure to fulfil
this obligation may result in the cancellation of the trademark registration.

This model demonstrates that legal protection for trade marks is not based solely on the
formal aspect of registration, but also on the substantive aspect of actual use. Consequently, the
standard of proof becomes more objective and helps to reduce the potential for disputes.

¢. The System for the Cancellation of Unused Trade Marks in China
China has adopted a system that places greater emphasis on administrative mechanisms.
Under Chinese trade mark law, interested parties may file an application for the cancellation of a
trade mark that has not been used for three consecutive years. Such applications are first
examined by the intellectual property administrative authorities before proceeding to the judicial
stage. The trademark owner is given the opportunity to provide evidence of use or valid reasons
for the non-use of the trademark.
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This administrative approach has a number of advantages, including a faster process,
lower costs, and a reduced burden of dispute resolution in the courts. Furthermore, this
mechanism allows for more uniform standards of examination

Analysis of Commercial Court Judgment No.
45/Pdt.Sus-HKI/Merek/2023/PN.Niaga.Jkt.Pst.

This case involves Hongyunhonghe Tobacco (Group) Co. Ltd. as the claimant against PT
Sumatra Tobacco Trading Company as the defendant. The claimant argued that the defendant’s
WIN trade mark had not been used in trade for the period specified by law, and was therefore
eligible for cancellation.

However, the Panel of Judges at the Commercial Court dismissed the claim on several
grounds. Firstly, the judges found that the defendant was the party that had registered the ‘“WIN’
trade mark in Indonesia first. Secondly, the judges held that the claimant had failed to clearly
prove the period during which the defendant had not used the trade mark.

Thirdly, the judges held that the claimant was not an interested third party as it had no
genuine legal interest. These considerations indicate that the court adopted a highly formalistic
approach in interpreting Pasal 74 UU No. 20 Tahun 2016 Trade Marks Act. The main issue lies
in the absence of a normative definition of an interested third party.

Analysis of Supreme Court Judgment No. 76 K/Pdt.Sus-HK1/2024

At the cassation stage, the Supreme Court adopted a different approach, holding that the
claimant had a legal interest as they intended to make an investment and use the WIN trade mark
lawfully in Indonesia. Furthermore, the Supreme Court also considered that the purpose of
cancelling unused trade marks is to prevent the monopolisation of trade mark rights that are not
actively utilised. The difference in reasoning between the Commercial Court and the Supreme
Court highlights a disparity in the interpretation of the same legal provision. According of
Gustav Radbruch’s perspective, this situation reflects a failure to fulfil the principle of legal
certainty, as the applicable legal provision does not provide sufficiently clear guidance for law
enforcement officials.

According to Gustav Radbruch, the law must be capable of realising three fundamental
values: justice, utility and legal certainty. Legal certainty requires clear rules and consistent
application. In the context of Pasal 74 UU No. 20 Tahun 2016 Trade Marks Act, the lack of
clarity regarding the criteria for interested third parties and the standard of proof for trade mark
use makes it difficult to achieve the objective of legal certainty.

Businesses cannot predict with certainty whether a cancellation action they file will be
accepted or rejected. Such a situation has the potential to hinder investment and undermine
confidence in the trade mark protection system.

Legal Reform Concerning the Cancellation of Unused Trade Marks in Indonesia

Based on the results of analysis and comparative studies, legal reform needs to be
implemented through several strategic steps.
Reconstruction of Criteria for Interested Third Parties

a. Reconstruction of Criteria for Interested Third Parties.

The law needs to provide a restrictive definition of interested third parties; such criteria

may include:

e parties who have filed an application for trade mark registration that has been blocked

by a registered trade mark.
e parties who have actually used the trade mark in trade.
e owners of well-known trade marks that have not yet been registered in Indonesia.
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b. Standard Rules on Proof of Trade Mark Use.
The law needs to establish objective indicators of trade mark use, Evidence of use may
include:
e sales invoices
e cvidence of the distribution of goods or services promotional materials;
e tax documents;
e cvidence of electronic transactions.

c. Regulations on Valid Reasons for Non-Use of a Trade Mark.
The non-use of a trade mark is not always due to bad faith, therefore, justifiable grounds
should be regulated, such as:
e Force majeure.
e government import restrictions.
e pending licensing procedures.
e ongoing legal disputes. Implementation of a Declaration of Trade Mark Use

d. Indonesia could adopt the ‘affidavit of use’ mechanism as applied in the United States.
Trademark owners are required to report the use of their trademarks periodically to the
Directorate General of Intellectual Property, this policy can improve data accuracy and
prevent the accumulation of unused trademarks.

e. Establishment of an Administrative Cancellation Mechanism
Before resorting to litigation, trademark cancellation should be carried out through an
administrative mechanism under the Directorate General of Intellectual Property. This
model adopts Chinese practices, which have proven to be more efficient in resolving
trademark cancellation disputes, as they have the advantage of reducing the burden on the
courts; the administrative mechanism is also capable of providing faster legal certainty
for business operators.

5. CONCLUSION

Reforming the legal framework governing the cancellation of unused trademarks should
aim to establish a system that not only protects the exclusive rights of trademark owners but also
ensures that such protection is granted to trademarks that are genuinely and actively used in
commercial activities. Through this reform, it is expected that Indonesia's trademark legal system
will achieve legal certainty, utility, and fairness, in alignment with legal aspirations.
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